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Entering the Third Dimension
|by Ong Wei Shen|

James’ Trade Mark
It used to be clear that three-dimensional marks were 
not registrable under the (now-defunct) Trade Marks Act 
1938 in the UK, there being a dichotomy between what 
the mark was and what goods or services to which it was 
applied:
 

“A mark must be something distinct from the 
thing marked. The thing itself cannot be a mark 
of itself, but here we have got the thing and we 
have got a mark on the thing, and the question 
is, whether that mark on the thing is or is not a 
distinctive mark within the meaning of that Act.”1

 
Smith Kline 
It was not until almost a century later that the courts 
examined the boundaries of such an approach. In Smith 
Kline,2 the House of Lords considered the registrability 
of marks that comprised colour combinations applied on 
pharmaceutical capsules. Prior to this case, Smith Kline 
had failed in its attempt to register the same mark in 
Australia.3 Citing James’ Trade Mark,4 the Australian High 
Court maintained the distinction between the mark and 
the thing:
  

“But the test is not — Can the goods be 
described or depicted without reference to their 
markings? As I see it, a mark for the purposes of 
the Act must be capable of being described and 
depicted as something apart from the goods to 
which it is to be applied, or in relation to which it 
is to be used.”5

Holding that marks may be applied to entire surfaces of 
goods, Lord Diplock, in the House of Lords, said:
 

“… I see nothing in this context that requires 
one to exclude from the definition of ‘trade mark’ 
a mark which covers the whole of the visible 
surface of the goods to which it is applied. Such 
a mark is as capable of indicating a connection 
in the course of trade between the goods and 
the proprietor of the mark as it would have been 
if it had only covered half or three-quarters of 
the visible surface. No one has been able to 
point to any business purpose that would be 
served by drawing a distinction between marks 
that cover the whole and those which cover part 
of the surface. For my part, I should be loth to 
ascribe to Parliament an intention to do anything 
so irrational.”6

 
His Lordship then went on to explain James’ Trade Mark7 
as follows: 

“James’ case does not, in my view, throw any 
light on the question involved in the instant 
appeal; but even if Lindley LJ’s apothegm were 
treated as being of general application the ‘thing 
marked’ in the instant case is the pharmaceutical 
substance in pellet form within capsules and the 
‘mark’ is the colour applied to one half of the 
capsule and the various colours applied to the 
individual pellets within the capsule.”8

 
Coca-Cola 
The House of Lords later had occasion to consider the 
registrability of shapes in Coca-Cola.9 Coca-Cola Co 
had filed applications to trade mark the patterning and 
shaping of its classic bottle, which were refused by the 

1 James’ Trade Mark 3 RPC 340, at 344 
2 Smith Kline and French Laboratories Ltd v Sterling-Winthrop Group Ltd [1975] 2 All ER 578 (HL)
3 Smith Kline and French Laboratories (Australia) Ltd v Registrar of Trade Marks [1972] RPC 519 
4 Supra n 1
5 Supra n 3, at 528
6 Supra n 2, at 582
7 Supra n 1
8 Supra n 2, at 584
9 Re Coca-Cola Co’s Applications [1986] 2 All ER 274 
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hearing officer. Dismissing Coca-Cola Co’s appeal, the 
House of Lords voiced concerns about monopolies over 
shapes and drew a line on the registrability of shapes as 
trade marks:
 

“It is not sufficient for the Coca-Cola bottle to be 
distinctive. The Coca-Cola Co must succeed in 
the startling proposition that the bottle is a trade 
mark. If so, then any other container or any 
article of a distinctive shape is capable of being a 
trade mark. This raises the spectre of a total and 
perpetual monopoly in containers and articles 
achieved by means of the 1938 Act. Once the 
container or article has become associated 
with the manufacturer and distinctiveness has 
been established, with or without the help of 
the monopolies created by the Patents Act, 
the Registered Designs Act or the Copyright 
Act, the perpetual trade mark monopoly in the 
container or article can be achieved. In my 
opinion the 1938 Act was not intended to confer 
on the manufacturer of a container or on the 
manufacturer of an article a statutory monopoly 
on the grounds that the manufacturer has in 
the eyes of the public established a connection 
between the shape of the container or article 
and the manufacturer. A rival manufacturer 
must be free to sell any container or article of 
similar shape provided the container or article is 
labelled or packaged in a manner which avoids 
confusion as to the origin of the goods in the 
container or the origin of the article.”10

In distinguishing Smith Kline,11 the House of Lords said:

“The Smith Kline case only related to the colour 
of goods and has no application to the goods 
themselves or to a container for goods. A 
colour combination may tend to an undesirable 
monopoly in colours but does not create an 
undesirable monopoly in goods or containers.”12

TRIPS
Shortly thereafter, the European Union Trade Marks 
Directive13 provided for the registration of three-
dimensional marks. However, it prohibited the registration 
of signs consisting exclusively of shapes which:
 

(i) result from the nature of the goods themselves;
 
(ii) were necessary to obtain a technical result; or
 
(iii) gave substantial value to the goods.14

 
In implementing the Directive, the UK enacted the 
Trade Marks Act 1994,15 which incorporated the above 
prohibitions against certain shape marks.16

 
In 1994, the World Trade Organization proposed a 
multilateral agreement called TRIPS17 with the objective 
of harmonising intellectual property laws to prevent them 
from becoming barriers to trade.18 TRIPS prescribed 
minimum standards for intellectual property protection. 
To date, TRIPS has been signed by all 162 members 
of the World Trade Organization including Malaysia. 

10 Ibid, at 276
11 Supra n 2
12 Supra n 9, at 277
13 First Council Directive 89/104/EEC of 21 December 1988 
14 Article 3(1)(e)
15 1994 Chapter 26
16 Section 3(2) 
17 Agreement on Trade-Related Aspects of Intellectual Property Rights 
18 Preamble to TRIPS 
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TRIPS defined “signs” to include personal names, letters, 
numerals, figurative elements and colour combinations.19

 
In the wake of TRIPS, many countries have enacted 
legislation providing for the registability of three-
dimensional marks alongside shape limitations. Today, 
limitations against the registrability of shapes similar to 
that of the Directive can be seen in the laws of Singapore,20 
India,21 Hong Kong,22 Brunei23 and Sri Lanka.24

 
Unlike distinctiveness objections against conventional 
trade marks,25 these limitations cannot be overcome by 
proving that the mark has in fact acquired distinctiveness.26 
Both the Directive27 and the 1994 Act28 make it clear that 
resort to acquired distinctiveness is only available against 
distinctiveness objections.
 
The rationale behind these limitations was to prevent 
the trade marks system from granting traders de 
facto monopolies on technical solutions or functional 
characteristics of their product:
 

“Article 3(1)(e) is thus intended to prevent the 
protection conferred by the trade mark right 
from being extended, beyond signs which 
serve to distinguish a product or service from 
those offered by competitors, so as to form an 
obstacle preventing competitors from freely 
offering for sale products incorporating such 
technical solutions or functional characteristics 
in competition with the proprietor of the mark.”29

For example, the owner of a patent may easily acquire factual 
distinctiveness for its design in the public consciousness 
by virtue of its exclusive patent rights. It then has an easy 
path to secure a trade mark registration to extend such 
protection over the design indefinitely, which would result 
in a statutory monopoly30 practically extending the life of 
the patent beyond what was envisioned by Parliament and 
excluding competition from the market.

Although a signatory of TRIPS, Malaysia has not enacted 
legislation providing for the registrability of three-
dimensional marks. The Trade Marks Act 1976 (“the 1976 
Act”)31 which is broadly modelled after the 1938 Act in the 
UK remains the principal legislation on the subject.
 
However, there has been judicial opinion suggesting that 
it would make sense for Malaysia to adopt trade mark 
registration standards similar to other jurisdictions as a 
matter of policy:
 

“It is undeniable that intellectual property 
rights in respect of a particular product may be 
protected and enforced in many jurisdictions. 
The court should not take a blinkered view 
regarding the protection and enforcement of 
intellectual property rights. If a foreign court, 
especially its apex court, has decided on an 
issue regarding intellectual property rights of 
a particular product and an identical or similar 
issue also arises regarding the same product in 
a Malaysian case, the Malaysian court should 
consider the foreign judgment in deciding that 

19 Art 15(1) 
20 Trade Marks Act (Chapter 332), s 7(3)  
21 Trade Marks Act 1999 (No 47 of 1999), s 9(3)
22 Trade Marks Ordinance (Chapter 559), s 11(3)  
23 Trade Marks Act (Chapter 98), s 6(2)  
24 Intellectual Property Act (Act No 36 of 2003), s 103(1)  
25 Objections mainly on the grounds that the mark is:

(a) descriptive (Art 3(1)(c) Directive; s 3(1)(c) of the 1994 Act in the UK; s 10(1)(d) of the 1976 Act; or 
(b) not distinctive (Art. 3(1)(b) Directive; s 3(1)(b) 1994 Act in the UK; s 10(1)(e) of the 1976 Act). 

26 Philips v Remington (C-299/99) [2003] RPC 2, at para 57
27 Article 3(3) 
28 Proviso to s 3(1)
29 Supra n 26, at para 77
30 As pointed out by Lord Templeman in Re Coca-Cola Co’s Applications, supra n 9, at 276
31 [Act 175] 
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issue. Needless to say, Malaysian courts are 
not bound in any manner by any decision 
from a different jurisdiction. If a Malaysian 
court however reaches a decision which is 
identical or similar to ensure consistency and 
predictability in the protection and enforcement 
of intellectual property rights of that product in 
different jurisdictions.”32

3D	Marks	in	Malaysia
The High Court had occasion to consider the registrability 
of three-dimensional marks in Toblerone.33 TOBLERONE 
is a popular brand for chocolates and confectionery 
in Malaysia. An application was filed to register a mark 
described as “TOBLERONE Chocolate Teeth 3D in 
Colour”, which comprised a reddish brown-coloured prism 
shape. The application was refused by the Registrar on 
the grounds that the Mark did not constitute a “mark” and 
a “trade mark” under s 3(1) of the 1976 Act:
 

“‘mark’ includes a device, brand, heading, label, 
ticket, name, signature, word, letter, numeral or 
any combination thereof. (Emphasis added)

‘trade mark’ means, except in relation to Part XI, 
a mark used or proposed to be used in relation 
to goods or services for the purpose of indicating 
or so as to indicate a connection in the course 
of trade between the goods or services and a 
person having the right either as proprietor or 
as registered user to use the mark whether with 
or without an indication of the identity of that 
person, and means, in relation to Part XI, a mark 
registrable or registered under the said Part XI.”

On appeal, the Malaysian High Court held that three-
dimensional marks fell within the ambit of “mark”, which 
is to be construed as a wide and non-exclusionary 
definition by reason of Parliament’s use of the word 
“includes” rather than “means”.34 Reference was also 
made to the word “device” which the court held included 
three-dimensional marks within its dictionary meaning.35 
Smith Kline36 was preferred37 over Coca-Cola38 and 
was considered supportive of a wide construction of the 
definition of “mark”.

Toblerone39 is an indication of the judiciary’s willingness40 
to move our trade mark law forwards, by common law if 
necessary, given the lack of legislative developments.41

 
The court, however, held that the TOBLERONE mark was 
not registrable on other grounds. There was insufficient 
evidence to prove that the mark indicated a connection 
in the course of trade between the goods and the trader. 
It was therefore not sufficiently distinctive for registration. 
On this point, the court took an approach which parallels 
Smith Kline:42

“However, a mark may fall within the definition 
of a trade mark but may still not be registrable. 
So it was necessary to see whether there 

32 Per Wong Kian Kheong JC in GS Yuasa Corp v GBI Marketing Malaysia Sdn Bhd [2017] 8 MLJ 166, at para 40 
33 Kraft Foods Schweiz Holding GmbH v Pendaftar Cap Dagangan [2016] 11 MLJ 702
34 Ibid, at 724, citing Haji Abdul Ghani bin Ishak v PP [1981] 2 MLJ 230 
35 Id, at 724
36 Supra n 2
37 Supra n 33, at 726
38 Supra n 9
39 Supra n 33
40 Unfortunately, the judgment was rendered obiter due to the originating summons being filed out of time
41 The court pointed out in para 31 that the construction of s 3(1) of the 1976 Act could not be resolved by referring to current trade marks legislation in the 

UK, Singapore and Australia, which now have materially different definitions for “mark” and “trade mark”
42 Supra n 2

TOBLERONE Chocolate Teeth 3D in Colour
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is anything in the provisions of the 1938 Act 
dealing with registration that would exclude from 
registration a mark which covers the whole of the 
visible surface of the goods to which it is applied. 
Section 943 states what a trade mark must consist 
of in order to be registrable under Part A of the 
register.”44 

These parallels indicate a cautious liberalisation of what 
is registrable as a trade mark by the judiciary, which 
suggests that the courts are cognisant of the potential 
anti-competition ramifications45 at stake. Effectively, the 
courts in Smith Kline46 and Toblerone47 have moved the 
control downstream from the definition of a “mark” to the 
requirement of distinctiveness. While this is serviceable as 
a stop-gap limitation on the registrability of shape marks, 
it may be argued that this is not ideal as “distinctiveness” 
objections may be overcome by acquired distinctiveness.48

Conclusion
Although Toblerone49 suggests that three-dimensional 
marks are registrable under the 1976 Act provided that 
they are distinctive, there is a need for Parliament to 
enact legislation implementing TRIPS and international 
developments. The incorporation of limitations on shapes 
into Malaysian trade mark law would be appropriate to 
maintain the balance between competing intellectual 
property interests of brand owners and competition law 
concerns.

Based on Toblerone,50 established traders could register 
three-dimensional trade marks based on years of 
continuous use in the market. The only challenge appears 
to be establishing distinctiveness, which usually requires 
extensive survey evidence, among other things. Whether 
the payoff for such an effort is worth it, is ultimately for 
each applicant to decide. LH-AG
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43 Section 9 of the 1938 Act is in pari materia with s 10 of our 1976 Act, which provides for distinctiveness 
44 Supra n 6
45 Supra n 30 
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47 Supra n 33
48 Section 10(2B)(b) of the 1976 Act 
49 Supra n 33
50 Ibid 


